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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

1. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claims 2, 4, 5, 7-10, 12, 18, and 27 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. Recitation of "the extension" and/or "the first 
transmission stage" in claims 2, 9, 11, and 27, "the last transmission stage" in claim 12, "the 
individual transmission stages" in claims 4 and 7, "the two planetary transmissions" in claim 1 8, 
lack sufficient antecedent basis. It is unclear which part is meant by this sun gear in claim 8. 

Claim Objections 

3. Claim 18 is objected to under 37 CFR 1.75(c), as being of improper dependent form for 
failing to further limit the subject matter of a previous claim. Applicant is required to cancel the 
claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or rewrite the 
claim(s) in independent form. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

5. Claims 1, 3-5, 11, 18, 20, 21, and 26 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Garcia et al. (FR2530454). Garcia et al. disclose a dental handpiece for a 
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treatment tool driven by a drive part 20 via a transmission arrangement, the transmission 
arrangement containing at least two planetary transmission stages 10,16 connected one after 
another, each has a sun gear 11,15 mounted on a drive shaft 12,13, a planetary gear carrier 14,19 
having a plurality of uniformly distributed planetary gears 9,17 cooperating with the sun gear 
and a hollow gear fixed to a housing, surrounding the planetary gears and having an inner 
toothing 8,18, the carrier of at least one stage serving as drive shaft 13,20 and carrier of the sun 
gear of a following transmission stage, the drive shaft for each stage extends beyond the sun gear 
driven thereby and the carrier associated with this sun gear is arranged rotatably on a portion of 
the drive shaft that extends beyond the sun gear (figure 1). The carriers are slidingly mounted 
with respect to the drive shafts engaging therein. The sun gears and planetary gears of the 
transmission stages are shown to have identical dimensions. The hollow gears are formed by a 
single sleeve-like component having inner toothing. The transmission arrangement has a 
housing and the drive shaft for the first transmission stage is mounted with respect to the 
transmission housing by ball bearing 21,22. The arrangement is arranged in sleeve-like 
transmission housing 3,4,5 and can be emplaced in the handpiece or removed. 

Claim Rejections- 35 USC § 103 

6. The following is a quotation of 35 U.S.C 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 2, 12, and 27 are rejected as understood, under 35 U.S.C. 103(a) as being 
unpatentable over Garcia et al. Garcia et al. disclose a handpiece that shows the limitations as 
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described above and the planetary gear carriers of all stages are hollow shafts; however, they do 
not show the extension of the drive shaft for the first transmission stage extending substantially 
over the entire length of the transmission arrangement, centrally through openings in the carriers. 
It would have been obvious matter of choice to one of ordinary skill in the art to have the drive 
shaft of Garcia et al. that extends substantially through the following transmission stage to 
further extend into the opening of the hollow shaft of the planetary gear carrier. Garcia et al. 
show the transmission arrangement having housing and the drive shaft of the carrier of the last 
transmission stage mounted with respect to the housing by means of ball bearing. It would have 
been an obvious matter of design choice to one of ordinary skill in the art at the time the 
invention was made to have the housing include coverage of the carrier portion which is attached 
to the drive shaft. 

8. Claims 6-8, 10, 13, 19, and 28 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Garcia et al. in view of Meller et al. (5,569,034). Garcia et al. disclose a handpiece that 
shows the limitations as described above and plurality of planetary gears; however, they do not 
explicitly disclose plurality of three. Meller et al. teach a handpiece comprising transmission 
arrangement having three uniformly distributed planetary gears. It would have been obvious to 
one of ordinary skill the art at the time the invention was made to show plurality of three 
planetary gears in view of Meller et al. It would have been obvious to one of ordinary skill in the 
art as to the specific transmission ratio in that it is known to modify the components, such as 
size, of the transmission arrangement to obtain different reduction ratios. 

9. Claim 9 is rejected as understood, under 35 U.S.C. 103(a) as being unpatentable over 
Garcia et al. in view of Meller et al. The modified handpiece of Garcia et al. and Meller et al. 



Application/Control Number: 10/536,789 Page 5 

Art Unit: 3732 

disclose a handpiece that shows the limitations as describedabove and the planetary gear carriers 
of all stages are hollow shafts; however, they do not show the extension of the drive shaft for the 
first transmission stage extending substantially over the entire length of the transmission 
arrangement, centrally trough openings in the carriers. It would have been obvious matter of 
choice to one of ordinary skill in the art to have the drive shaft that extends substantially through 
the following transmission stage to further extend into the opening of the hollow shaft of the 
planetary gear carrier. 

10. Claims 14-17, 22-25, 29, and 30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Garcia et al. in view of Lev et al. (2004/0048711). Garcia et al. disclose a 
handpiece that shows the limitations as described above; however, they do not show components 
of the transmission stages at least partially comprise ceramic material. Lev et al. teach 
components such as planetary gears and sun gear comprising ceramic material [0012]. It would 
have been obvious to one having ordinary skill in the art at the time the invention was made to 
modify the components of the transmission stages of Garcia et al. to partially comprise ceramic 
material as in Lev et al. in order to provide fatigue-resistant components in view of Lev et al. 
Lev et al. does not show ceramic material of silicon nitride, it would have been obvious to one of 
ordinary skill in the art as to the specific type of nitride as Lev et al. disclose broad range of 
ceramics of carbides, borides and nitrides. 

Response to Arguments 

11. Applicant's arguments with respect to the rejected claims have been considered but are 
moot in view of the new ground(s) of rejection. 
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Conclusion 



12. Any inquiry concerning this communication or earlier communication from the examiner 
should be directed to Melba Bumgarner whose telephone number is 571-272-4709. The 
examiner can normally be reached on Mon-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cris Rodriguez can be reached at 571-272-4964. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Melba Bumgarner 
Primary Examiner 



